TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 11

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte WLLIAM S. YAMANASH and ARUN A. PATIL

Appeal No. 97-0879
Appl i cation 08/101, 228!

ON BRI EF

Bef ore COHEN, McQUADE and BARRETT, Administrative Patent
Judges.

McQUADE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This appeal is fromthe final rejection of clains 1

through 13, all of the clains pending in the application.

! Application for patent filed August 3, 1993. According
to appellants, the application is a continuation-in-part of
Application 07/967,685, filed October 27, 1992, now abandoned.
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The invention relates to “an el ectroconvergent cautery
system enpl oyi ng forceps or probes which produce sharply
| ocali zed heating for cutting, vaporizing tissue and
coagul ating bl ood vessel s when brought into contact with the
sane” (specification, page 1). Caim1l is illustrative and
reads as foll ows:

1. A surgical tool for surgically treating tissue in a
patient, conprising:

a radi o frequency power generator for creating an
alternating current of a pre-selected frequency;

said radi o frequency generator including an oscillator, a
buffer anplifier and a power anplifier;

said buffer anplifier and said power anplifier being
series connect ed,;

an i npedance nat chi ng neans connected to said power
anplifier for matching the inpedance of a probe with the radio
frequency generator;

a watts/anpere nmeter connected to said i npedance matching
nmeans;

a loading and tuning coil connected to said watts/anpere
met er;

a probe for contact with the tissue;

said | oading and tuning coil being connected to said
probe,
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said probe having a tip nmeans for transmtting, receiving and
focusing the radio frequency current at the region of the
ti ssue such that the tissue being contacted is instantaneously
vapori zed, cut and/or cauterized.

The itens relied upon by the exam ner as evidence of
obvi ousness are:?
Yamanashi et al. (Yamanashi) 5,019, 076 May
28, 1991

The statenent relating to Yamanashi appearing on page 10 in
the appell ants’ specification.

Claims 1 through 13 stand rejected under 35 U.S.C. § 103
as being unpatentabl e over Yamanashi in view of the statenent

appearing on page 10 in the appellants’ specification.

21n both the final rejection (Paper No. 5) and answer
(Paper No. 10), the exam ner relies on U S. Patent No.
3,963,030 to Newton and U.S. Patent No. 4,092,986 to
Schnei derman to support his position on appeal. Neither of
these patents, however, is included in the statenent of the
appeal ed rejection. Wiere a reference is relied on to support
a rejection, whether or not in a mnor capacity, there is no
excuse for not positively including the reference in the
statenent of the rejection. [In re Hoch, 428 F.2d 1341, 1342
n.3, 166 USPQ 406, 407 n.3 (CCPA 1970). Accordingly, we have
not consi dered the teachings of Newton and Schnei derman in
reviewing the nerits of the appeal ed rejection.
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Yamanashi di scl oses
a surgical tool conprising:
(a) a radio frequency source neans for creating

an el ectromagnetic field in the vicinity of tissue
to be surgically treated; and

(b) an electromagnetic field focusing probe

means for focusing the radio frequency energy

produced by the radi o frequency source neans at the

region of the tissue making contact with the tip of

the el ectromagnetic field focusing probe such that

the tissue being contacted is instantaneously

vapori zed, producing sinultaneously a cutting and

cauterizing effect [colum 1, line 67 through colum

2, line 10].

The radi o frequency source nmeans includes a signa
generator 10 for producing an oscillating electrical signal of
pre-sel ected frequency, an anplifier 12 for anplifying the
signal, a neter 16 for nonitoring the anplified signal, an
i npedance matcher 18 for adjusting the inpedance between the
signal generator/anplifier and an inductive applicator, and an
i nductive applicator in the formof a solenoid coil 14 for
i nduci ng an el ectromagnetic field in the vicinity of the
tissue to be surgically treated. These conponents are
connected to one another as shown in Figure 1.

The el ectromagnetic field focusi ng probe neans consists
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conductive nmetal probe 22 having an exposed tip 20, a

current nonitor 24 for neasuring the electrical current

i nduced in the probe and a tuner 26 for adjusting and

optim zing the induced electrical current passing through the

probe. These conponents are connected to one another and to

ground as shown in Figure 2.

The statenent relating to Yanmanashi appearing on page 10

in the appellants’ specification reads as foll ows:

The cautery instrunents of [appellants’] Figures 2,
3, 4 and 5 are to be utilized with electrica

circuitry illustrated in [appellants’] Figure[s] 6
and 7. Inasnuch as many of the conponents of that
shown in

Figure 6 are identical or simlar to that taught in U S.
Patent No. 5,019,076 [Yananashi], reliance upon said

pat ent is made to conplete this disclosure, if necessary.

I n ot her words, the paraneters or specifications of the
vari ous conmponents of Figure 6 will not be described since
it is believed that the sane are disclosed in U S. Patent
No. 5,019,076 or woul d be obvious to one having ordinary
skill in the art.

The essence of the examiner’s position in maintaining the

appeal ed rejection is that
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the applicant’s [sic, applicants’] disclosure,

particularly page 10, lines 11-20, explicitly admts

the simlarity between the imedi ate application
claimlimtations and the Yamanashi et al. prior art
devi ce, and further acknow edges that the changes
necessary to arrive at the systemspecifically

depicted in figure 6 (and set forth in the clains)

of the imredi ate application would be obvious to the

skilled artisan [answer, page 5].

The problemw th the exam ner’s position, however, is
that the statement in the appellants’ specification does
nothing of the sort. The adm ssions in the statenent pertain
to the paraneters or specifications of various individua
conponents of the appellants’ clained surgical tool, and not
to the clainmed surgical tool as a whole. There is no
reasonabl e basis in the statenent to infer any adm ssion by
the appellants that the clained surgical tool would have been
obvious within the neaning of 35 U S.C. 8 103 in view of
Yamanashi . Al t hough Yananashi di scl oses various of the
conponents set forth in independent appealed clains 1 and 11,
this reference does not disclose, and
woul d not have suggested, the particular structura
interrel ati onships which the clains require of these
conponents. Thus, Yamanashi and the adm ssions relating

thereto in the appellants’ specification do not justify a
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conclusion that the differences between the subject matter
recited in clainms 1 and 11, and in clainms 2 through 10, 12 and
13 which depend therefrom?® and the prior art are such that
the subject matter as a whol e woul d have been obvious at the
time the invention was nade to a person having ordinary skil

in the art. Therefore, we

shall not sustain the standing 35 U.S.C. 8§ 103 rejection of
t hese cl ai ns.

The deci sion of the examner is reversed.

REVERSED

®1In the event of further prosecution before the exani ner,
t he dependencies of clains 12 and 13 should be corrected as
i ndi cated on page 3 in the brief (Paper No. 9).
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